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By the Board:

Applicant seeks to register the mark PILATES STUDI O for
“providing | essons, training, workshops, and sem nars for
exerci se and physical conditioning; physical education services;
physi cal fitness instruction; training in the use and operation
of exercise equipnent; and teaching in the field of physical
fitness” in Class 41 and “providing facilities for exercise and
physi cal conditioning; physical fitness consultation; providing
physi cal rehabilitation and physical therapy” in Cass 42. In
its application Serial No. 78048238, filed on February 14, 2001,
applicant clained first use and first use in conmerce since 1941,
and di sclaimed the word PILATES. Applicant also clained
ownership of the follow ng registrations on the Princi pal
Regi ster: Registration Nos. 2192971 for the mark PILATES
PERFORMER f or “exerci se equi pnent, nanely, a portable netal

framed bed-1ike platformor carriage that slides along tracks and
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that uses springs for resistance; the carriage is noved by
pushi ng agai nst a bar or by pulling on | ooped strips with the
arms or legs, specifically made for home use”;?! 1960710 for the
mar k Pl LATES for “exercise and athletic clothing, nanely sweat
pants, pants |leotards, tights, bathing suits, shorts, shirts, T-
shirts, sweatbands, headbands, hats, underpants and bras”:? and
1602929 for the mark PILATES STUDI O for “providing facilities for

exerci se and physical conditioning.”3

Appl i cant further clained,
inits application, that the mark, PILATES STUDI O has becone
distinctive of the services as evidenced by ownership of

Regi stration No. 1602929 on the Principal Register of the sane
mark for rel ated goods and services.

As background, opposer alleges in the notice of opposition
that it is a not-for-profit international alliance of individual
and busi ness nenbers dedicated to preserving the integrity of the
Pil ates nmet hod of exercise and providing an organi zation for

menbers of the Pilates community to exchange information

Qpposer alleges that it was forned in February 2001, shortly

! Such registration issued on Qctober 6, 1998, claining first use and
first use in comrerce on January 1, 1996. On Decenber 11, 2000,
registrant filed a Section 7 amendnment seeking to add a disclai ner of
the term PI LATES, and the anmendnent was entered by the USPTO on
January 27, 2001
2 Such registration issued on March 5, 1996, claimng first use and
first use in comerce on January 1, 1993. Section 8 affidavit
accepted; Section 15 affidavit acknow edged.
® Such registration issued on June 19, 1990 pursuant to Section 2(f) of
the Trademark Act, and with a disclainer of the term STUDI G cl ai m ng
first use and first use in commerce on January 1923. The registration
was cancel |l ed by the USPTO on January 3, 2002 under Section 37 of the
Trademark Act, pursuant to the order of the court in Pilates, Inc. v.
Geor get own Bodywor ks Deep Muscl e Massage Centers, Inc. alk/a
CGeor get own Bodyworks Fitness Centers, Inc. and Wllard A Geen, 157
F. Supp. 2d 75 (DDC 2001) (hereinafter Ceorget own Bodyworks).
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after the decision in Pilates Inc. v. Current Concepts Corp., 120
F. Supp. 2d 286, 57 USP@d 1174 (SDNY 2000) (hereinafter Current
Concepts), and that opposer, its nmenbers and the public will be
damaged by registration of PILATES STUDI O  Opposer all eges that,
Wi th respect to applicant’s claimof ownership of Registration
No. 1602929 for the mark PILATES STUDI O for “providing facilities
for exercise and physical conditioning,” the District Court for
the District of Colunbia in Georgetown Bodyworks, supra, found
t hat PI LATES STUDI O was not registrable, and on August 7, 2001
ordered that the USPTO cancel Registration No. 1602929 for the
mar kK PI LATES STUDI Q. Opposer alleges that the court ordered the
registration cancelled in view of the earlier finding in Current
Concepts that PILATES is generic; the ensuing agreenent by
applicant to disclaimthe termPILATES in the registration; and
the refusal by the USPTO to enter the proposed post registration
amendnent to include a disclainmer of PILATES for the registration
because the term STUDI O was al ready di scl ai ned.

As grounds for the opposition, opposer alleges that the term
Pl LATES STUDIO is generic; that applicant nade fal se statenents
to the USPTO concerning its clainmed 1941 date of first use and
first use in comerce; that applicant’s rights to the term
Pl LATES STUDI O were al |l egedly acquired by assignnent; that, in
accordance with the court’s determ nation in Current Concepts,
because the assignnent to applicant of the mark PILATES was found
to be an invalid assignnent in gross, the assignnent to applicant

of the PILATES STUDI O mark, nmade in the sane transaction, is al so
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an invalid assignnment in gross; that applicant knew others were
entitled to use, and had the right to use, PILATES STUDI O but
submtted a declaration to the contrary as part of its
application; that applicant’s claimof acquired distinctiveness,
based solely on its ownership of Registration No. 1602929, was
invalid, and applicant had a duty of candor, when the application
was still pending, to informthe USPTO that the court had ordered
cancel l ed the registration upon which applicant was basing its

cl aimof acquired distinctiveness; and that applicant’s claim of
acquired distinctiveness is insufficient because it cannot
provi de evi dence of substantially exclusive and conti nuous use of
the applied for mark for the five years immedi ately preceding the
filing date of the application.?

In its answer, applicant, acknow edgi ng the decisions and
hol di ngs in Current Concepts and Georget own Bodywor ks, otherw se
denies the salient allegations of the notice of opposition, and
affirmatively asserts that opposer does not have standing to
bring this opposition.

This case now conmes up on opposer’s notion for summary
judgnment on each of the clains set forth in the notice of
opposition, and applicant’s cross-notion for sunmary judgnment on

its affirmati ve defense that opposer does not have standing.®

* The Board notes that the application does not contain a claim of
acqui red distinctiveness based on substantially exclusive and
conti nuous use of the mark for the five years prior to the filing date
of the application, but rather, refers only to ownership of the
regi stration.
® The parties’ stipulated protective agreenent, filed with the Board on
Cctober 22, 2003, has now been associated with and entered into the
4
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Prelimnary natters addressed

Before turning to the parties’ respective notion and cross-
notion for summary judgnent, the Board addresses the foll ow ng
matters: (i) applicant’s objection to the tineliness of
opposer’s notion for summary judgnent; (ii) opposer’s objection
to applicant’s subm ssion of evidence in its response to
opposer’s notion for sunmary judgnent, assertedly requested by
opposer during discovery not provided by applicant; (iii)
opposer’s objection to applicant’s conditional proposed anmendnent
to its application, submtted in response to opposer’s notion for
summary judgnent, to change the basis of its claimof acquired
di stinctiveness; and (iv) a discussion of the decisions in
Current Concepts and Ceor get own Bodywor ks, supra.

Applicant’s objection to opposer’s notion for sunmary judgnment on
t he basis of tineliness

Inits March 2, 2004 response to opposer’s notion for
sumary judgnent, applicant objects to the timng of opposer’s
notion, filed February 2, 2004. More specifically, applicant
argues that it “..never received a response” to opposer’s notion
of COctober 14, 2003 to extend discovery and trial dates.

Suffice it to say that opposer’s notion for summary judgnment
is tinely, having been filed prior to the conmmencenent of the
first testinony period as reset by the Board s order of January

13, 2004 granting opposer’s COctober 14, 2003 notion to extend

electronic file. The Board regrets the delay occasioned in entering
the protective agreenent.
5
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dates. See Trademark Rule 2.127(e); and TBMP Section 528.02 (2"
ed. Rev. 1 March 2004).

In view thereof, applicant’s objection to the tineliness of
opposer’s notion for summary judgment is overrul ed.®
Qpposer’s objection to applicant’s evidentiary subm ssions

In its response to opposer’s notion for sunmary judgnent,
applicant indicates that it “.now has a nunber of Exhibits, B-BC
whi ch were not prepared at the tine it responded, May 22, 2003,
to OQpposer’s Interrogatory Nunmber 20 in Exhibit 15, which do
refute the causes of action raised in the Notice of Opposition.”
Qpposer, inits reply brief, conmments on “.the inpropriety of
applicant’s adm ssion of presenting evidence after the close of
di scovery that it believes are material to the case, and which
existed prior to the close of discovery...” Opposer, nonethel ess,
acknow edges that the Board nay choose to review all the evidence
in making its decision in this case and, thus, submts its reply
brief addressing the nerits of applicant’s evidentiary

subni ssi ons.

® Informationally, to the extent that applicant is arguing it did not
receive a copy of the Board s January 13, 2004 order granting
opposer’s QOct ober 14, 2003 notion to extend dates, applicant is
referred to the TTABVUE dat abase now avail abl e at www. uspto.gov. This
dat abase was made available to the public in the fall of 2003 and, in
addition to being a status resource, allows view ng and printing of
nmost filings, notions and orders in any particul ar proceedi ng.

Mor eover, the Board has provided on-line status databases for
several years, albeit the ol der database only provided status and did
not permt the viewi ng of docunments. Cf. Ad Nutfield Brew ng
Conpany, Ltd. V. Hudson Valley Brew ng Conpany, Inc., 65 USPQRd 1701
(TTAB 2002) (“If opposer had any doubt as to the official status of
the case at any tinme, it had only to call the Board, viewthe
proceeding information on the Internet, or inspect (or have an agent
i nspect) the public file in person at the Board.”)

6
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Appl i cant has not explained why its subm ssions were not
previously prepared in response to opposer’s discovery requests
and, generally, a party found to have purposefully w thheld
di scovery responses nmay be precluded later fromintroducing
evi dence so purposefully withheld. See, for exanple, TMBP
Sections 527.01(a) and 527.03 (2" ed. Rev. 1 March 2004).
However, because opposer addressed the evidence on the nerits and
because this involves a summary judgnment notion, opposer’s
obj ections to the evidence are overrul ed.

Applicant’s proposed anmendnent to its application Serial No.
78048238

In its response to opposer’s notion for summary judgnent,
and addressing, in part, opposer’s allegations that applicant’s
cl ai m of acquired distinctiveness, based solely on Registration
No. 1602929, is insufficient, applicant submtted an affidavit
fromits owner’ in support of acquired distinctiveness based on
applicant’s substantially exclusive and conti nuous use of the
mar k Pl LATES STUDI O for all recited services for the five years
preceding the filing date of the application. Applicant provides
the statenent in the event “...the Board finds that the Exam ning
Attorney inappropriately approved the 2(f) registration under an
exi sting mark.”

Qpposer objects to applicant’s conditional proposed

anendnent, arguing that it does not consent to the proposed

T M. Gal | agher, affiant, identifies hinself as “owner” of Pil ates,
Inc. In Georgetown Bodyworks, 157 F.Supp2d at 78, he is identified as
“President and sol e sharehol der” of Pilates, I|nc.
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anendnent; that the proposed anendnent changes the basis for
applicant’s claimof acquired distinctiveness and, as such, is a
fundanmental and substantive change in the application; and that
t he proposed anendnent is, in any event, insufficient.

An application which is the subject matter of an inter
partes proceedi ng before the Board may not be anended in
substance except with the consent of the adverse party and the
approval of the Board or upon notion granted by the Board. See
Trademark Rul e 2.133(a): and TBWP Section 514 (2" ed. Rev. 1
March 2004). Opposer affirmatively states it does not consent to
applicant’s conditional proposed anendnent. Moreover, because
any such anendnent would be futile for reasons that will becone
evident later in this decision, opposer’s objection to
applicant’s conditional proposed anmendnent is sustained and
applicant’s request to anend its application is denied.

The Two Court cases

The decisions in the Current Concepts and Georget own
Bodywor ks cases, supra, provide an historical backdrop to the
present controversy before us. In addition, the parties
reference the cases and findings nmade therein by the courts in
their respective argunents. Thus, we wll briefly summarize the
cases before we turn to the nerits of parties’ respective notion
and cross-notion for sunmary judgnent.

Current Concepts involved two federally registered
trademarks asserted by plaintiff Pilates, Inc. (applicant

herein), both for the term PILATES, for exercise instruction

8



Qpposition No. 91154584

servi ces® and exercise equiprment.® Defendants in that case
asserted affirmative defenses including that the nmarks were
generic; that the marks were abandoned; that the marks were

i nproperly assigned in gross; and that the marks were registered
fraudulently. Al though the defendants al so chall enged the

regi stered PILATES STUDI O mark (Registration No. 1602929), the
court determ ned that, because the defendants | acked standing
with respect to this mark and the mark was not asserted agai nst
defendants, there was no justiciable case or controversy with
respect to the PILATES STUDI O nmark.'® The court found, anong

ot her findings, that PILATES is generic for exercise instruction
and exercise equi pnment; that the PILATES mark for exercise

equi pnent had been abandoned by Pilates, Inc.’s immedi ate
predecessor in interest; that the transfer to Pilates, Inc. from
its immedi ate predecessor in interest of the PILATES mark for
instruction services was an invalid assignnment in gross; and that
the application for registration of the PILATES mark for

equi pnent, filed by Pilates, Inc., contained material and know ng

m srepresentations and the ensuing registration was, thus,

8 Registration No. 1405304 issued on August 12, 1986 to Aris |sotoner
d oves, Inc., and was subsequently purchased by Pilates, Inc. This
regi stration was cancelled by the USPTO pursuant to the order of the
court, in accordance with Tradenark Act Section 37.

o Regi stration No. 1907447 issued on July 25, 1995 to Pilates, Inc.
(applicant herein). This registration as cancelled by the USPTO
pursuant to the order of the court, in accordance with Trademark Act
Section 37.

10 See Current Concepts 120 F.Supp.2d at 290-294, 57 USPQd at 1176-
1181 for a detailed history of the Pilates exercise nethod, use of the
term PI LATES, involved busi nesses, and assignnents. See Georget own
Bodywor ks 157 F. Supp.2d at 77-79 for a condensed background
recitation.
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invalid. In its decision of October 19, 2000, the court ordered
the two PILATES registrations cancelled. Subsequently, on
Decenber 4, 2000, the parties entered into a settl enent agreenent
in accordance with the court’s decision wherein Pilates, Inc.
agreed, anong other things, to submt post registration
anendnents seeking to disclaimthe termPILATES in certain

regi strations, including Registration No. 1602929 for the mark

PI LATES STUDI O

The Geor get own Bodywor ks case involved Pilates, Inc.’s
asserted federally regi stered PILATES STUDI O mark for providing
facilities for exercise and physical conditioning (Registration
No. 1602929), agai nst which the defendants asserted
counterclains, including one for declaratory relief on the ground
that the mark was invalid and should be ordered cancel |l ed because
plaintiff’s requested anendnent to di sclaimPILATES in the mark
Pl LATES STUDI O “..creates an invalid non-registrable mark.”' The
court noted that the registration was registered with a

di scl ai mer of the term STUDI O *? that, subsequent to the decision
in Current Concepts, Pilates, Inc. filed a post registration
amendnent to enter a disclainmer of the term PlILATES; and that

such anmendnent was denied on January 23, 2001 by the USPTO

because the attenpt to disclaimPILATES when there al ready

1 puring the pendency of the Georgetown Bodyworks case, the parties
agreed that Pilates, Inc.’s asserted PILATES marks and regi strations
were no | onger contested in view of the cancellation of the
regi strations by the USPTO, as ordered by the court in Current
Concept s.
2 The court did not conment on the registration being under Tradenark
Act Section 2(f), acquired distinctiveness.

10
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exi sted a disclainmer of the term STUDIO would result in an

i nperm ssible disclainer of the entire mark. The court observed
that Pilates, Inc. filed a new application on February 20, 2001
(the application which is the subject of this instant
opposition), “...in which the term STUDIO is not disclainmed, based
on a secondary neaning theory.” See Ceorgetown Bodyworks at 82.
The court indicated this apparent attenpt to re-register
previously disclainmed natter was not before it because it has no
bearing on the initial registration for PILATES STUDI O and
limted its determnation to “.the validity of the original

Pl LATES STUDI O mark (Reg. No. 1602929), and its attenpted
anendnent.” 1d. The court found that, “.because a conposite
mar k cannot be anended to disclaimall portions of the mark
individually and remain valid, the original PILATES STUDI O mark
is invalid and should be cancelled.” 1d. In viewof this
finding, the court expressly stated that it need not consider
whet her PI LATES STUDIO is generic or whether the mark was the
subject matter of an invalid assignnent in gross. 1d.

Opposer’s notion and applicant’s cross-notion for sunmary
j udgnent

In a notion for summary judgnent, the noving party has the

burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Cv. P. 56. The novant is held to a stringent

standard. See 10A Wight, MIler & Kane, Federal Practice and

Procedure: Civil 3d 8§ 2727 (1998). A genuine dispute with

11
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respect to a material fact exists if sufficient evidence is
presented that a reasonable fact-finder could decide the question
in favor of the non-nobving party. See Opryland USA Inc. v. G eat
Anmerican Miusic Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed.

Cr. 1992). Thus, all doubts as to whether any particul ar

factual issues are genuinely in dispute nust be resolved in the

| i ght nost favorable to the non-noving party. See Ode Tyne
Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ 1542 (Fed.

Cr. 1992).

We turn first to applicant’s cross-notion for sumrary
judgnent on its affirmative defense concerning opposer’s
st andi ng.

Applicant’s cross-notion for summary judgnent

In support of its cross-notion, applicant argues that
opposer is “...a representational organi zation and has not pled a
personal interest in this matter, either for itself or its
menbers...” Applicant further argues that opposer has “...only
all eged that they and the public will be danaged w t hout
describing how.” they wll be danaged.

I n response, opposer argues that, as an association, it has
standing to represent its nenbers where any organi zational nenber
on its own would have standing to sue; that, because it has
all eged that applicant’s mark is generic, it has standi ng because
any nenber of the public could sue a trademark owner on the basis
that the termis generic; that the interests opposer seeks to
protect are germane to its organi zational m ssion; and that the

12
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relief sought, denial of registration, results in an overal
protection of the Trademark Regi ster, and does not require the
participation of the individual nenbers.

Section 13 of the Trademark Act permts “[a]ny person who
beli eves that he woul d be danaged by the registration of a mark”
to file an opposition thereto. To establish standing, it nust be
shown that a plaintiff has a “real interest” in the outcone of a
proceeding; that is, plaintiff nust have a direct and personal
stake in the outconme of the opposition. See Ritchie v. Sinpson,
170 F. 3d 1092, 50 USPQ2d 1023 (Fed. Cir. 1999). It has been held
that trade associ ati ons have standing to oppose registration of a
mark. See Institut Nat’| Des Appellations D Oigine v. Vinter
Int’l Co., 958 F.2d 1574, 22 USPQ2d 1190 (Fed. Cr. 1992);
Jeweler’s Vigilance Commttee, Inc. v. Ulenberg Corp., 823 F.2d
490, 2 USPQ2d 2021 (Fed. G r. 1987), on remand, 5 USPQR2d 1622
(TTAB 1992), rev'd, 853 F.2d 888, 7 USPQ2d 1628 (Fed. Cir. 1988)
(opposition was sustained on its nerits); and Tanners’ Council of
Anerica, Inc. v. Gary Industries, Inc., 440 F.2d 1404, 169 USPQ
608 (CCPA 1971). \Were registration is opposed on the ground of
descri ptiveness or genericness, an opposer “..need only assert an
equal right to use the mark for the goods. Proprietary rights in
opposer are not required.” See Jeweler’s Vigilance Comrittee, 2
UsP2d at 2024.

Qpposer has properly alleged its standing by virtue of its
allegations that it believes it, its nenbers and the public wll

be damaged by the registration of the term PILATES STUDI O
13
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Mor eover, opposer has established its standing as a matter of

|l aw. Qpposer has shown that at |east sone of its nenbers use the
term Pl LATES STUDIO. One exanple is provided by Bal anced Body,
Inc. on its website to assist the consumng public in finding a
geographi cally convenient Pilates studio. See opposer’s Exhibit
10, paragraph 5 and acconpanyi ng exhibit. Another exanple is
provided by Stotts Pilates, a subsidiary of Merrithew
Corporation, on its flyer for STOTT PI LATES STUDI CS of fering

wor kshops. See opposer’s Exhibit 12, paragraph 3 and
acconpanyi ng exhibit.

In view thereof, applicant’s cross-notion for summary
judgnent on the basis that opposer |acks standing is denied.
Qpposer’s notion for summary judgnent

As expl ai ned above, there is sufficient evidence to show
that no genuine issue of material fact exists as to opposer’s
standi ng. Thus, opposer has established standing. W now
consi der whet her any genuine issue of material fact exists as to
opposer’s claimthat PILATES STUDI O is generic.

In support of its notion, opposer argues that the term
PI LATES STUDIO is generic, being w dely used throughout the
i ndustry and recogni zed by the public as identifying instruction
in the Pilates exercise system providing facilities for
exerci se, and providing physical therapy. Qpposer also contends,
i n enphasi zing that PILATES STUDI O when viewed as a whole is

generic, that applicant sinply has conbi ned the generic term

14
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Pl LATES, as determned by the court in Current Concepts, with the
generic term STUDIO, as it is used in the industry.

Qpposer’s notion is acconpani ed by the declaration, with
exhibits, of its attorney, Gordon EER Troy, who also identifies
hi nsel f as a nmenber of opposer’s board of directors. Anobng the
exhibits attached to the Troy declaration are exanpl es of use of
the term PI LATES STUDI O by Pil ates professionals not affiliated
with or licensed by applicant. See Exhibits 28-64. Opposer also
submtted the declarations, with exhibits, of three of its
al l'iance nmenbers, who further identify thensel ves as equi pnent
manuf acturers, and who provide various statenents, including
information fromtheir respective custoner databases about the
use as part of a nane of the terns “pilates studio” or ‘“pilates”
and “studio.”’ See Exhibits 10-12.

OQpposer al so submtted the following: (i) a copy of the
Oct ober 1, 2003 O fice action in applicant’s presently pending
related application Serial No. 78030281 for the mark THE NEW YORK
Pl LATES STUDI O, on the Supplenental Register, and in which
applicant offered to disclaim®“both PILATES and STUDI O'; and
where the Exam ning Attorney, anong other things, required “.a
di sclaimer of the generic unitary wording PILATES STUDI O,’
supporting her requirenent for the disclaimer with twenty
excerpts of stories retrieved the NEXI S dat abase (see Exhibit 6);
(ii) three third-party registrations for instruction and exercise
services where the term STUDIO is disclained (see Exhibits 7-9);
(iii1) a copy of the cover, title page, selected pages, and

15
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Appendi x A from The Everything Pil ates Book, by Any Tayl or Al pers

and Rachel Taylor Segel, where Appendix Ais a list of Pilates
instructors by state, sonme of whomuse the terns “studi 0” and
“pilates studio” in their business nanes (see Exhibit 17); and
(iv) additional exanples of use by Pilates professionals of the
term“studio” with respect to their instruction services and
services of providing facilities for independent practice of the
Pi | at es exercise nmethod (see Exhibits 19-25).

In response, applicant argues that the Exam ning Attorney
did not refuse registration of PILATES STUDI O as generic; and
that applicant’s proffered disclainmer of both “PlILATES and
STUDIO in its pending application Serial No. 78030281 is not an
adm ssion “...that the words are descriptive.”® Applicant
further argues that the mark nust be considered as a whol e, not
in separate parts; that opposer’s dictionary definition of
“studi 0” does not indicate that the termrefers to a |ocation
where one may recei ve exercise services; and that the term
“studi 0” suggests “...a tie to the performng arts community..” and
“...evokes a nore fenmale friendly atnosphere.”” and, as such, is
suggesti ve.

Appl i cant acknow edges that the court in Current Concepts
found the term PILATES to be generic; and that applicant “...does
not deny that the termstudio is used within the Pil ates

comunity.” Applicant argues that there is “...a proliferation of

13 Action on this application is presently suspended at Law Office 102,
and the disclainmer issue renmins pending.

16



Qpposition No. 91154584

| ocations calling thenselves Pilates Studio' s (sic) since the
Geor get own deci sion in 2001 and maybe even the Current Concepts
decision in 2000” and further coments it may need to be nore
aggressive in addressing the problem However, applicant argues
that PILATES STUDIO is not generic because the term*®...does not
sinply refer to a location, but to a brand of Pilates instruction
and a place where soneone can go to learn to teach that brand of
Pilates instruction”; that opposer’s three nenbers who provided
statenents are equi pnent manufacturers in conpetition with
applicant’s official equi pnent manufacturer and “...coul d benefit
by claimng they produce ...Pilates Studio quality equi pnent”;
that there is no evidence anyone el se has a superior interest in
the mark; and that applicant’s subm ssions denonstrate that
PI LATES STUDIO i s associated with applicant as its mark.
Applicant’s response is acconpani ed by the declaration of
its attorney and general counsel, Andrew L. Spence, and by
nunerous exhibits including the followng: (i) several news and
magazi ne articles, sone electronic, where applicant is identified
as PI LATES STUDI O and THE PI LATES STUDI O, and whi ch soneti nes

reference its website address, ww. pil ates-studi o.com (see

Exhibits CGZ); (ii) the cover page and table of contents for The

Pil ates Pregnancy by Mari Wnsor and excerpts from The Pil at es®

Met hod by Sean P. Gal | agher & Romana Kryzanowska, both of which
refer to the Pilates Studi o® (see Exhibits AA and AB); (iii)
declarations or affidavits fromone Pilates professional and ten
of applicant’s students stating, in relevant part, as follows:

17
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| consider the words Pilates Studio to refer to a place
where one can receive training in the original style of
Pilates instruction devel oped by Joseph Pilates and carried
on by Romana Kryzanowska and | ater Pilates, Inc.
(Paragraph No. 3)
The Pilates Studio is where it all started and for others to
use this termw thout having received the Pilates, Inc.
training could | ead consunmers to believe that they are
getting the original style of Pilates instruction, when in
fact they are not. (Paragraph No. 4)
(see Exhibits AC, AE, AZ, BA-BC); and (iv) the declaration of
applicant’s owner, Sean (Gl l agher, concerning the history of
Pi |l ates devel opnent and nmarks as understood by him his
corporation’s acquisition of the marks in 1992 and subsequent use
of the marks, involvenent in litigation over the marks, and
attenpts to take reasonable steps with respect to the marks.
In addition, applicant has submtted the following: (i) a

copy of its 2000 cal endar displaying The Pilates Studi o® and a
copy of its 2002 cal endar displaying The Pilates Studi o™ (see
Exhibits AF and Al); (ii) various news articles, newsletter
articles, invoices, business records, an excerpt fromthe 2000-
2001 Bell Atlantic Yell ow Pages for Manhattan listing the phone
nunber and address for applicant’s Pilates Studio, and sanple
advertisenments, which are dated between 1992 and 2001, referring
to The Pilates Studi o® and The NY Pilates Studio™, both owned by
applicant (see Exhibits AG AMAU); (iii) nore recent electronic
articles referring to The Pilates Studi o™ (see Exhibits AK-AL);
and (iv) selected copies of the publication The Pilates CGuild
News for dates between April 1995 and Spring 1998, which include

articles updating readers on the status of litigation in which
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applicant was involved at the tine, and nanmes of persons and
conpani es with whom applicant had cone to agreenent over use of
t he marks PILATES and PI LATES STUDI O (see Exhi bits AV-AY).

Determ ning whether a mark i s generic requires a two-step
analysis. The first step is to identify the genus (category or
cl ass) of goods and/or services at issue. The second step is to
determ ne whether the term sought to be registered is understood
by the relevant public primarily to refer to that category of
cl ass of goods and/or services. See In re American Fertility
Society, 188 F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999) citing H
Marvin G nn Corp. v. International Ass’n of Fire Chiefs, Inc.

782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986).

In this case, we nust determne if there is any genui ne
issue of material fact as to opposer’s claimof genericness. The
general categories of applicant’s services are providi ng exercise
instruction and providing facilities for exercise. The test for
maki ng a determ nation as to whether PILATES STUDIO is generic
for the categories of identified services turns upon how the term
is perceived by the relevant public; that is, the primry
significance of the termto the relevant public. See Mugic Wand
Inc. v. RDB Inc., 940 F.2d 638, 19 USPQ2d 1551 (Fed. Cir. 1991).
The relevant public in this case consists of those providing and
seeki ng exercise instruction in the Pilates nethod and those
provi ding and seeking facilities to practice the Pilates nethod

of exercise, and includes the general public.
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OQpposer has submtted anpl e evidence denonstrati ng how
Pl LATES STUDI O i s perceived by the relevant public, including,
general ly, advertisenents, signage, and decl arations from sone of
its nenbers. More specifically, opposer has nmade of record
numer ous exanpl es of use of the term PILATES STUDI O for such
services. Anong those exanples, opposer has submtted photos of
si gnage, including: PILATES STUDI O OF FAI RFI ELD (CT); MLL
VALLEY HEALTH CLUB & SPA ...PI LATES STUDI O (CA); FINETUNE PI LATES
STUDI O (NY); PILATES STUDI O LAKEWOOD ATHLETIC CLUB (CO; and
M NDFUL BODY PI LATES STUDI O (VT).!* Opposer has submitted copies
of brochures from busi nesses, including: REFORM NG NEW YORK
Pl LATES STUDI O, offering instructional classes and massage
t herapy; SYNERGY SYSTEMS PI LATES STUDI O Encinitas, CA, offering
cl asses; THE PI LATES CENTER OF OLYMPI A, A ynpia, WA, offering
instruction and classes at a “fully-equipped Pilates studio..”;
BODYTI ME PI LATES STUDI O, offering classes, instruction, open
studi o, and nmassage therapy; PILATES & BEYOND, Corte Madera, CA,
offering “Pilates Studio Instruction,” and “In the Personal
Pilates Studio” instruction; MOTION IN MOVEMENT ...Pil ates Studio,
St. Petersburg, FL, offering instruction and i ndependent
wor kout's; and FREEDOM PI LATES STUDI O, three |ocations in
W sconsin, offering classes and physical therapy.®® Opposer

submtted a printout from Verizon's SuperPages. com consi sting of

14 See opposer’s Exhibit Nos. 44, 48, 55, 63, and 65, respectively.
See al so opposer’s Exhibit No. 1 at correspondi ng paragraph nos. 44,
48, 55, 63, and 65 for geographical |ocations.
15 See opposer’s Exhibit Nos. 31, 34, 37, 50, 59, and 62, respectively.
Locations, where indicated, are in the referenced brochures.
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187 nationw de |istings, including business nane, address and
phone nunber, for businesses including the ternms PILATES STUD O
and PI LATES and STUDIO in their nane.'°

Opposer has al so provided the declarations of three of its
menbers who manufacture Pil ates equi pnent. Kenneth Endel man,
owner of Bal anced Body, Inc. (fornmerly Current Concepts) avers
that he has been in the business since 1976; that there is a
Pilates studio in virtually every state; and that Pil ates
professionals call their facilities “studios” and “Pil ates

st udi os. " Y’

He further avers that his conpany’s custoner and
potential custoner database brought up 145 busi ness nanmes using
Pl LATES STUDI O or containing PILATES and STUDI O in the nanes, six
of which he acknowl edges nay be affiliated with applicant. He
provides a representative listing of names retrieved, the first

t hree bei ng ARETE PI LATES STUDI O (Washi ngt on), ASCENDI NG PHOENI X
Pl LATES STUDI O (Arizona), and AWAKEN PI LATES STUDI O (M nnesot a) ;
fifty-one to fifty-three being ONE ON ONE PI LATES EXERCI SE STUDI O
(Texas), PACIFIC PILATES & YOGA STUDI O (California) and PERSONAL
BEST PI LATES STUDI O (Kansas); and the |l ast three being YOGA

TI ME/ PI LATES STUDI O (California), YOUR PILATES & YOGA STUDI O

(Maryl and), and ZELOSA Pl LATES & MASSAGE STUDI O ( Col or ado) .

8 Some exanpl es include: SOUL STRETCH Pl LATES STUDI O, St. Petersburg,
FL (at 76-90); | MX PILATES STUDI O Indianapolis, IN (at 91-105); BACK
& BODY PI LATES STUDI O, Norwell, MA (at 106-120); SHERI PILATES STUDI O,
Ki ngston, PA (at 151-165); and PILATES MOD BOD STUDI O, Ol ando, FL (at
76- 90) .

17 See opposer’s Exhibit 10.
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Julie Lobell, owner of Peak Body Systens, avers that her
conpany has been in business nearly twenty years; that many
Pilates professionals call their facilities “studi os” and
“Pilates studios”; that “studio” is a generic description of the
facilities where the Pilates nethod of exercise it taught; and
that “Pilates Studio” is a generic designation of the nature and
type of instruction services that are taught in a particul ar
facility.'® She also avers that her business’ s database of
custoners, potential custoners and trainers retrieved ninety-nine
nanes of Pilates professionals using PILATES STUDIO in their
nanme, five of which she believes are affiliated with applicant;
and that a representative listing includes: A PILATES STUD O
(California); A PILATES STUDI O (W sconsin); ABVANTAGE Pl LATES
STUDI O (Ari zona); PILATES STUDI O ONE (Fl orida); PORTLAND PI LATES
STUDI O (Oregon); RANKI N STUDI O FOR PI LATES (New Jersey); YOUR
BALANCED BODY PI LATES STUDI O (Washi ngton); ZELOSO PI LATES STUDI O
(Col orado); and ZCE' S PI LATES STUDI O (California).

Lindsay G Merrithew, owner of Merrithew Corporation, avers
that her conpany has been in business for fifteen years; that
many Pil ates professionals refer to their facilities and services
as “studios” and “Pilates studios”; that “studio” is a generic
description of the facilities where the Pilates nethod of
exercise it taught; and that “Pilates Studio” is a generic

designation of the nature and type of instruction services that

'8 See opposer’s Exhibit 11.
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9 She al so avers that her

are taught in a particular facility.?!
busi ness’ s dat abase of Pilates professionals, including custoners
and prospective custoners, retrieved ei ghty-six busi nesses using
the term PILATES STUDIO in their nanme, four of whom she believes
are affiliated with applicant; and that a representative listing
i ncludes: ART OF FI TNESS PI LATES STUDI O (New York); BELLA FORVA
Pl LATES STUDI O (California); BENEFI TNESS PI LATES STUDI O ( Rhode

| sl and); FREEDOM PI LATES STUDI O (W sconsin); VITALITY PILATES
STUDI O (Washi ngton); and ZOOM FI TNESS AND PI LATES STUDI O
(California).

Qpposer has submtted a copy of the Cctober 1, 2003 Ofice
action with respect to applicant’s rel ated pendi ng application
Serial No. 78030281, for the mark THE NEW YORK PI LATES STUDI O,

W th acconpanying NEXI S articles, sonme of which are excerpted as
follows: “.who plans to open Yo Play, a new yoga and pil ates

studio..,” from The Post and Courier (Charleston, SC); and “Relish

al so carries all the class schedules for yoga and Pil ates studi os

i n Al buquerque,” fromthe Al buquerque Journal (NM.

Applicant, on the other hand, relies heavily on naterials
exi sting before its registered trademark for PILATES STUD O for
“providing facilities for exercise and physical conditioning” was
ordered cancelled by the court in Georgetown Bodyworks in its
deci si on dated August 7, 2001. That is, nuch of the materi al

submtted by applicant in its response to opposer’s notion for

summary judgnent is dated fromthe period of tinme that

19 See opposer’s Exhibit 12.
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Regi stration No. 1602929 subsisted.? It is clear that applicant
has expended significant effort and resources in attenpting to
enforce its marks. In addition to the present opposition, and
the Current Concepts and Geor get own Bodywor ks cases referenced

t hroughout this decision, applicant was involved in at |east one
ot her court case, Pilates, Inc. v. Pilates Institute, Inc., dba
Institute for the Pilates Method, and Joan Breibart, 891 F. Supp.
175 (SDNY 1995) (on July 10, 1995 defendant’s notion to dism ss
was denied; and the parties were directed to submt a pretrial
scheduling order). Applicant’s owner, referring to the PILATES
and PI LATES STUDI O marks he purchased in 1992, prior to formng
his corporation, submtted a declaration, stating that he has
spent mllions of dollars in defense of the mark(s). See
applicant’s Exhibit AD at paragraph 9. Applicant’s subm ssions

consisting of certain editions of The Pilates Guild News

(apparently published by applicant) al so report on applicant’s
efforts with respect to the litigation referenced above and in
comng to settlenent with individuals and busi nesses. See
applicant’s Exhibits AV-AY; for exanple, Exhibit AY at p. 8 has a
list of “Organi zations/Individuals who have agreed to stop using

the Pilates® Trademarks”).

20 See, for exanple, applicant’s Exhibit C, Self's Picks: 8 Bare-all
Essentials, Self, May 2000 (“The Pilates Studio® is | oaded with all
things Pilates.”); Exhibit G Wgner, Marsha, Pilates — a world fanous
condi tioning method now at BIG Arts, |slander, Decenber 29, 2000-
January 4, 2001 (“The Pilates Studio opened in Fort Myers in the fall
of 1999..7);, Exhibit P, Sitting, In Style, Sumrer 2000 (“..of New York
Cty's Pilates Studio.”); and Exhibit T, Mirray-WIson, Exercise
Secrets of the Stars: The Pilates Method is Attracting People with
Disabilities, W Mgazine, July August 2000).
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Nonet hel ess, “[a] generic term ...can never be registered as
a trademark because such a termis "nerely descriptive" within
the nmeaning of 8 2(e)(1) and is incapable of acquiring de jure
di stinctiveness under 8 2(f).” See H Marvin G nn Corp., supra,
782 F.2d 987, 228 USPQ 528, 530. That is, “[o]nce determned to
be generic, no anount of purported evidence of secondary neani ng
can serve to give legal protection to a generic term” See 2

McCarthy on Trademarks and Unfair Conpetition §12:46 (4'" ed.

March 2004). “Mere usage, advertising and repetition alone
cannot give trademark significance to a generic term” Id.

Thus, notw thstanding applicant’s claimof acquired
di stinctiveness based on its now cancel |l ed Regi stration No.
1602929, applicant’s evidence of its |ong-standing use of the
term Pl LATES STUDI O, el even decl arations of custoners,?' and
ot her evidence, if PILATES STUDIOis a generic term it is not a
trademar k, and cannot be registered.

After careful consideration of the argunents and evidentiary

submi ssi ons presented by each party, %2

we find that opposer has
met its burden of establishing that no genuine issue of materi al
fact exists that the term PI LATES STUDIO is generic for the
speci fied education and training services, as well as for

providing facilities for exercise, physical fitness conditioning

L 1t is acknow edged that declarations are self-serving in nature.

See TBWP Section 528.05(b) (2" ed. Rev. 1 March 2004). Being
cogni zant of this, the Board comments in passing that it gave the
decl arations subnitted by both parties an appropriate probative wei ght
in view of the conplete evidentiary record.
22 \Wi |l e each and every subnission has not been di scussed, we have
carefully considered the record presented.
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and physical rehabilitation and therapy. QOpposer’s evidence
denonstrates that there are no genuine issues of material fact,
and that the relevant public perceives PILATES STUDI O as
referring to services providing Pilates exercise instruction and
providing facilities for exercise.

In comng to this conclusion, we have considered applicant’s
evi dence of acquired distinctiveness and found it unpersuasive.
Applicant’s claimof acquired distinctiveness is based on its now
cancel l ed Regi stration No. 1602929, which was registered under
its own claimof acquired distinctiveness with a disclainer of
the term STUDIO | nasnmuch as generic terns, and ot her
unregi strable matter, that are not part of a unitary term are
disclaimed to permt registration on the Principal Register
(i ncluding registration under Section 2(f) of the Trademark Act),
applicant cannot rely on its now cancelled registration for
Pl LATES STUDI O, wherein STUDI O was di sclained, as a basis for
acquired distinctiveness. See TMEP Sections 1212.02(e) and
1213.03(b) (3'Y ed. Rev. 2 June 2002).

| nasnmuch as there is no genuine issue of material fact that
PI LATES STUDIO is generic for applicant’s identified services,
opposer’s notion for summary judgnent in its favor on its claim
that PILATES STUDIO is generic is granted.

The opposition is hereby sustained on the ground that the

mark is generic and registration to applicant is refused.?

2 In light of our decision granting opposer's notion for sunmary
judgnent on its claimthat PILATES STUDIO is generic and, thus, not
regi strable, we decline to consider opposer’s remaining clains.
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